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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application Serial No 09/557,149 

Filing Date July 9, 1999 

Inventorship Yohanan 

Assignee Microsoft Corporation 

Group Art Unit 2174 

Ex3min©r S S3X 

Attorney VSo'cket^ 

Title: Graphical Method and System for Accessing Information on a 
Communications Network 

REPLY BRIEF TO THE BOARD OF PATENT APPEALS AND 
INTERFERENCES OF THE UNITED STATES PATENT OFFICE FILED IN 
RESPONSE TO THE EXAMINER'S ANSWER 



To: Commissioner for Patents 
15 PO Box 1450 

Alexandria, VA 22313-1450 



From: Brian J. Pangrle 

Lee & Hayes, PLLC 
421 W. Riverside Avenue, Suite 500 
20 Spokane, WA 99201 



RECEIVED 

MAR 0 8 2004 

Technology Center 2100 



Appellant's Reply Brief on Appeal 
This reply brief is presented in support of the Notice of Appeal filed on 
May 12, 2003 from the final rejection of claims 3-12 of the above identified 
25 application and in support of Appellant's Opening Brief, filed on October 14, 
2003. The Final Office Action which Appellant hereby appeals was mailed 
March 12, 2003. 

The Reply Brief is filed in triplicate. Please charge any additional 
required fees or credit overpayment to Deposit Account 120769. Appellant 
30 respectfully requests reversal of the Office's rejection of pending claims 3-12. 
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Reply Argument 

Acknowledgement of Appellant's Opening Briefs conformity with 
formalities is appreciated. Arguments are presented below in accordance with 
5 the Examiner's Answer mailed December 29, 2003, as presented under the 
heading "Response to Argument". 

Appellant notes that the Examiner's Answer bears an incorrect date 
stamp of December 29, 2001 and that formatting errors have resulted in some 
words being partially or wholly deleted. 

10 

Temporal Perspective - Relevant Dates 

The Examiner's Answer states that "the patents over which the current 
103 rejection was made date back to well before January of 1995, and thus the 
timing for obviousness is temporally consistent" ( Examiner's Answer at page 3). 
1 5 For ease of reference, and to establish a proper temporal perspective, 
Appellant presents specific dates below. 

The Doyle patent (U.S. Pat. No. 5,838,906) was filed on October 17, 

1994. This is less than two and a half months prior to January 1995. Further 
the parent application to the instant application (U.S. Pat. No. 5,737,560) 

20 included an unredacted email as part of an affidavit filed pursuant to 37 CFR 
1.131 (see Image 1, below). In the affidavit, the applicant (Silicon Graphics, 
Inc.) of the instant (now Microsoft Corporation) application claimed a date of 
November 22, 1994. This is approximately one month after the filing date of the 
Doyle patent. Appellant submits that a proper timeline must be established to 

25 avoid improper hindsight reconstruction - noting that an obviousness analysis 
under §103 includes a myriad of factual inquiries. 

With respect to the Cardinal patent (U.S. Pat. No. 5,799,318), the priority 
date is April 1 3, 1 993, which is just over one and a half years prior to January 

1995. As in any legal or administrative proceeding, where quantitative 
30 information is available, it should be relied upon instead of qualitative 
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statements regarding time. Thus, for this particular Appeal, the relevant date 
for the Cardinal patent should be April 13, 1993 and, for the Doyle patent, it 
should be October 17, 1994. The relevant date for the instant application 
should be November 22, 1994 per the evidence submitted in the affidavit of the 
5 parent application (see also Image 1 , below). 

Motivation - Problem to be Solved 

Regarding motivation to combine references, the Examiner's Answer 

states: 

10 The motivation to combine references lies in convenient resources to 

which data objects may be linked - both references have that. Then 
Doyle et al shows a convenient example of the resource being the web. 
Cardinal et al show the launching of the browser which links to data 
objects, and Doyle et al show the links to the web. 
1 5 Examiner's Answer at pages 3, 4. 

Appellant disagrees and reiterates that there is no suggestion to modify 
the cited prior art and that even assuming that such a suggestion existed, one 
of ordinary skill in the art would not arrive at the claimed subject matter. For 
these reasons alone, Appellant asserts that the Office has failed to make a 
20 prima facie case of obviousness. 

Further, even if a prima facie case of obviousness has been established, 
the Office must weigh secondary considerations presented by an applicant, 
which can include evidence of factors tending to show nonobviousness, such as 
commercial success of the invention, satisfying a long-felt need, failure of 
25 others to find a solution to the problem at hand, and copying of the invention by 
others. See , e.g. , Uniroval, Inc. v. Rudkin-Wilev Corp. , 837 F.2d 1044, 1050 
(Fed. Cir.), cert, denied , 488 U.S. 825 (1988). To this end Appellant submits 
that the prosecution histories of the instant application and its related cases 
(U.S. Pat. Nos. 5,737,560; 5,877,767; 6,072,491) include evidence sufficient to 
30 demonstrate nonobviousness of the claimed subject matter and to overcome 
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any prima facie obviousness rejection based on the Cardinal reference and the 
Doyle reference. 

With respect to these foregoing bases for reversal, Appellant submits 
that one may look to the "problem to be solved" to realize that (i) there is no 
5 suggestion to modify the cited prior art, (ii) modification of the cited prior art 
would not lead to the claimed subject matter and (iii) evidence germane to 
secondary considerations overwhelmingly demonstrate nonobviousness of the 
claimed subject matter. 

The problem to be solved has been stated succinctly in the prosecution 

10 history. Image 1 , below, is a scanned copy of an unredacted email submitted 
as an attachment to a Declaration under 37 CFR §1.131 on April 30, 1996 in 
parent case 08/580,742 (U.S. Pat. No. 5,737,560). This email is not new 
evidence as discussed under MPEP §1208.03 as it is part of the prosecution 
history of the instant application and the parent application. This email is 

1 5 provided herein to facilitate review of this Appeal. A redacted copy of this email 
was submitted in the instant application on November 17, 2001 ; thus, the text of 
the email is also part of the intrinsic record of the instant application. 

20 



25 



30 
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IMAGE 1 



jAiiAwx u ex 




Fromiybhanah Tue Nov 22 20:20:40 1994 

From: "Slew Yohanan" <yohanan@coItrane.csd.sgi.com> 

To: oz_engr@ncwmcdia 

Subject: You like the Desktop and you like the Web- 
Date: Tue, 22 Nov 1994 20:20:39 -0800 

Last week at lunch several of us were discussing some of the problems 
associated with navigating the Web. One of the things brought up was how to 
organize all the many URLs you get ahold of. One thing I did was build an FTR 
to hold a single Hot list entry allowing you to simply double-click the icon and 
have it run your net browser of choice. 

The format of the file is as such: 



■ .www" 

Text Explaining the enclosed URL 
The URL 



Fname extension: 
First Line: 
Second Line: 

Now you can setup a directory which contains all your .URLs or an Icon Catalog 
page with them as well. 

The default browser is "netscape", then "Mosaic". — both can be overriden by 
using the environ, variable WWWBROWSER. Attached is the FTR and an example 
"WWW Hot File". Play around with them and shoot any comments back through 
mail. 



Steve Yohanan 
yohananQsgi .com 
(415) 390-1793 

[ Text ] : 



[backpack] 
[backlash] 



Under the "Subject" heading, the email reads "You like the Desktop and 
you like the Web . . . ", which may be viewed as a scope of subject matter. The 

1 0 message body then states "[L]ast week at lunch several of us were discussing 
some of the problems associated with navigating the Web" and "[0]ne of the 
things brought up was how to organize all the many URLs you get ahold of." 
The inventor then states "One thing I did was build an FTR to hold a single 
Hotlist entry allowing you to simply double-click the icon and have it run your 

1 5 net browser of choice." 

From this evidence, the nature of the problem to be solved is associated 
with navigating the Web and organizing URLs and the scope of the solution 
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includes the desktop and the Web. In contrast, as stated in the Examiner's 
Answer at page 3, the nature of the concocted problem appears to be 
associated with linking convenient resources and data objects (i.e., "convenient 
resources to which data objects may be linked") and the scope appears to be 
5 very broad and with little limit. In general, as the scope of a problem broadens, 
the evidence to show a motivation to combine the disparate references 
becomes more tenuous. 

To properly address the issues presented herein, Appellant submits that 
the Office should consider the correct problem, in nature and scope, and, in so 
10 doing, it should rely on the evidence of record, primarily the hand of inventor 
Yohanan. Indeed, without the correct problem how could one judge failure of 
others to find a solution to the problem at hand? How could one find a 
motivation? 

Importantly, given the correct problem, Appellant submits that there is no 
15 motivation to combine the Cardinal reference and the Doyle reference. The 
Cardinal reference does not mention the Web and the browser that the Cardinal 
reference does mention is simply not a Web browser. Appellant can only 
ponder how one of ordinary skill in the art would view the Cardinal reference 
given the correct problem. Which begs the question, what would motivate one 
20 to read the Cardinal reference? And, if one did read it, what would he or she 
learn about Web browsers, URLs, navigating the Web? Little to nothing. 

With respect to the Doyle reference, one of ordinary skill in the art may 
be expected to learn about modifying Web browser software to parse 
hypermedia and hypertext documents. As for navigating the Web, Appellant 
25 fails to see how the Doyle reference teaches anything about such navigation - 
i.e., getting from one place to another. In contrast, the instant application 
provides a clever solution to navigate the Web whereby a user may simply click 
on a desktop icon. 
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For at least the foregoing reasons, Appellant submits that the rejected 
claims are allowable over the cited references and that the decision of the 
Examiner should be reversed. 

5 Evidence of Secondary Considerations 

Appellant submits that the strongest evidence came from the hand of the 
inventor when he solved the problem addressed by his colleagues. Appellant 
submits that Silicon Graphics, Inc. played an important role in the development 
of computers and software and that the current assignee has played an 

1 0 important role in the development of computers, software and the Web. Indeed, 
today, the widespread use of desktop icons to launch a Web browser and to 
navigate to a Web site demonstrates commercial success. 

Further, the prosecution histories show a heightened level of due 
diligence by both original assignee Silicon Graphics, Inc. and current assignee 

15 Microsoft Corporation. On April 30, 1996, original applicant and assignee 

Silicon Graphics, Inc. filed a Petition to Make Special under 37 CFR §1. 102(d) 
along with a detailed information disclosure statement stating that "a thorough 
and careful seach was conducted in the United States Patent and Trademark 
Office (PTO)" wherein Supervisory Patent Examiner (SPE) Heather Herndon 

20 and Examiner John Breene of Art Group 2400 and SPE Thomas Lee of Art Unit 
2317 were consulted regarding the search. The original applicant/assignee 
even went further and conducted a keyword computer database search in the 
"USPAT" file and the "JPO" file of the Automated Patent System (APS). In 
addition, an on-line search of the internet was performed. 

25 The current assignee, Microsoft Corporation, recognized that the duty of 

disclosure transferred as a result of the assignment. In response, Microsoft 
Corporation queried developers of operating systems such as the WINDOWS 
95® operating system as to their knowledge of any related art. As a result of 
this search, a supplemental IDS was filed on July 12, 2002. The art included 

30 information regarding operating systems that predated the WINDOWS 95®. 
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The art also included an article dated August 17, 1995, which stated "users can 
go from their desktops to any of their favorite Web sites just by clicking a single 
icon, without having to launch their connectivity software separately . . . and 
navigate to the desired Web sites." (emphasis added) from document "Microsoft 
5 Introduces Internet Explorer, Internet Browser Designed Specifically for 

Windows 95 Offers Customers Easy Access to the Internet", August 17, 1995, 
submitted in Supplemental IDS dated July 12, 2002. 

Appellant has emphasized the word "navigate" for this was the word 
used at or near the time of invention of the claimed subject matter. Again, this 

10 evidence demonstrates that the problem to be solved and solved by inventor 
Yohanan was associated with navigation of the Web. The Cardinal reference 
simply does not address navigation of the Web and the Doyle reference is 
directed to modification of Web browser software for hypertext and hypermedia 
documents not to methods of Web navigation. 

15 This evidence supports nonobviousness of the claimed subject matter. 

In particular, it is evidence of commercial success of the invention, evidence of 
satisfying a need perceived by highly skilled developers at Silicon Graphics, 
and perhaps even evidence of copying of the invention by others. 

20 Claim Groups 

Group I: Appellant submits that the foregoing presentation of arguments 
and citation of evidence of record provide sufficient bases for reversal of the 
Examiner's decision with respect to claims 3, and 9-12, which recite a desktop 
icon on a desktop associated with an address of a web site wherein selection of 

25 the desktop icon by a user launches a web browser application that can access 
the web site using the address. Appellant reiterates that (i) there is no 
suggestion to modify the cited prior art, (ii) modification of the cited prior art 
would not lead to the claimed subject matter and (iii) evidence germane to 
secondary considerations overwhelmingly demonstrate nonobviousness of the 

30 subject matter of claims 3 and 9-1 2. 
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Group II: Appellant submits that the foregoing presentation of arguments 
and citation of evidence of record provide sufficient bases for reversal of the 
Examiner's decision with respect to claim 4, which recites a desktop icon 
5 associated with a file containing information relating to a web site accessible via 
a web browser application wherein the web browser application is separate 
from the file. The Cardinal reference does not mention the Web and hence 
does not disclose, teach or suggest anything about a file containing information 
relating to a web site. Appellant reiterates that (i) there is no suggestion to 
1 0 modify the cited prior art, (ii) modification of the cited prior art would not lead to 
the claimed subject matter and (iii) evidence germane to secondary 
considerations overwhelmingly demonstrate nonobviousness of the subject 
matter of claim 4. 

1 5 Group III: Appellant submits that the foregoing presentation of arguments 
and citation of evidence of record provide sufficient bases for reversal of the 
Examiner's decision with respect to claim 5, which is an independent claim 
directed to a graphical computer system for accessing a desired document 
located at a network location. Claim 5 recites retrieving the desired document 

20 from a network location using a web browser application and a network address 
via selection of a desktop icon associated with a file containing the network 
address that corresponds to the network location of the document wherein the 
web browser application is separate from the file. The Cardinal reference does 
not mention the Web and hence does not disclose, teach or suggest anything 

25 about a Web browser application separate from a file containing a network 
address that corresponds to the network location of a document. Appellant 
reiterates that (i) there is no suggestion to modify the cited prior art, (ii) 
modification of the cited prior art would not lead to the claimed subject matter 
and (iii) evidence germane to secondary considerations overwhelmingly 

30 demonstrate nonobviousness of the subject matter of claim 5. 
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Group IV: Appellant submits that the foregoing presentation of arguments 
and citation of evidence of record provide sufficient bases for reversal of the 
Examiner's decision with respect to claims 6, 7 and 8. Claim 6 is an 
5 independent claim while claims 7 and 8 depend on claim 6. Claim 6 is directed 
to a method. Claim 6 recites receiving a desktop icon associated with a file 
from a second computer system wherein the file contains an address 
corresponding to a web site. Claim 7 recites receiving an email while claim 8 
recites receiving an internet message. The Cardinal reference does not 

10 mention the Web and does not disclose, teach or suggest anything about 

receiving a desktop icon associated with a file from a second computer system 
wherein the file contains an address corresponding to a web site. Appellant 
reiterates that (i) there is no suggestion to modify the cited prior art, (ii) 
modification of the cited prior art would not lead to the claimed subject matter 

1 5 and (iii) evidence germane to secondary considerations overwhelmingly 
demonstrate nonobviousness of the subject matter of claims 6, 7 and 8. 

Conclusion 

It is respectfully submitted that the cited art does not render the claimed 
20 invention obvious and that therefore the claimed invention does patentably 

distinguish over the cited art. Further, various evidence of record supports non- 
obviousness of the subject matter of claims 3-12 (e.g., Declaration, Petition and 
articles on INTERNET EXPLORER® software). It is respectfully submitted that 
claims 3-12, as set forth in Groups I, II, III and IV, should therefore be allowed. 
25 The Office has not made a prima facie case of obviousness for any of these 
Groups, in the alternative, assuming arguendo that a prima facie case has been 
established, evidence germane to secondary considerations supports 
nonobviousness and is sufficient to overcome such a prima facie case. 
Therefore, reversal of the Office's rejections of claims 3-12 is respectfully 
30 requested. 
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Respectfully Submitted, 
Lee & Hayes, PLLC 
421 W. Riverside Avenue, Suite 500 
S pokane 




Dated: 

Name: Brian J. Pangrle 
Reg. No. 42,973 

1 0 Phone No. (509) 324-9256 ext. 231 



